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DETAILED ACTION 

Priority 

1 . It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 09/682,597, filed 25 September 2001 . A reference to the prior 
application must be inserted as the first sentence(s) of the specification of this 
application or in an application data sheet (37 CFR § 1.76), if applicant intends to rely 
on the filing date of the prior application under 35 U.S.C. § 119(e), 120, 121, or 365(c). 
See 37 CFR § 1.78(a). For benefit claims under 35 U.S.C. § 120, 121, or 365(c), the 
reference must include the relationship (i.e., continuation, divisional, or continuation-in- 
part) of all nonprovisional applications. If the application is a utility or plant application 
filed under 35 U.S.C. § 1 1 1 (a) on or after November 29, 2000, the specific reference to 
the prior application must be submitted during the pendency of the application and 
within the later of four months from the actual filing date of the application or sixteen 
months from the filing date of the prior application. If the application is a utility or plant 
application which entered the national stage from an international application filed on or 
after November 29, 2000, after compliance with 35 U.S.C. § 371, the specific reference 
must be submitted during the pendency of the application and within the later of four 
months from the date on which the national stage commenced under 35 U.S.C. § 
371 (b) or (f) or sixteen months from the filing date of the prior application. See 37 CFR 
§ 1.78(a)(2)(H) and (a)(5)(ii). This time period is not extendable and a failure to submit 
the reference required by 35 U.S.C. § 1 1 9(e) and/or 120, where applicable, within this 
time period is considered a waiver of any benefit of such prior application(s) under 35 
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U.S.C. § 119(e), 120, 121 and 365(c). A benefit claim filed after the required time 
period may be accepted if it is accompanied by a grantable petition to accept an 
unintentionally delayed benefit claim under 35 U.S.C. § 1 19(e), 120, 121 and 365(c). 
The petition must be accompanied by (1) the reference required by 35 U.S.C. § 120 or 
1 19(e) and 37 CFR § 1 .78(a)(2) or (a)(5) to the prior application (unless previously 
submitted), (2) a surcharge under 37 CFR § 1.1 7(t), and (3) a statement that the entire 
delay between the date the claim was due under 37 CFR § 1 .78(a)(2) or (a)(5) and the 
date the claim was filed was unintentional. The Director may require additional 
information where there is a question whether the delay was unintentional. The petition 
should be addressed to: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR § 1 .78(a), but not in the first sentence(s) of the specification 
or an application data sheet (ADS) as required by 37 CFR § 1 .78(a) (e.g., if the 
reference was submitted in an oath or declaration or the application transmittal letter), 
and the information concerning the benefit claim was recognized by the Office as shown 
by its inclusion on the first filing receipt, the petition under 37 CFR § 1 .78(a) and the 
surcharge under 37 CFR § 1.1 7(t) are not required. Applicant is still required to submit 
the reference in compliance with 37 CFR § 1 .78(a) by filing an amendment to the first 
sentence(s) of the specification or an ADS. See MPEP § 201 .1 1 . 

Claim Objections 
2. Claim 1 is objected to because of the following informalities: 
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At line 5, "rise" appears to be a typographical error and should be -- rice --. 

At steps 4 and 5 of the claimed method, the limitation "plants" is not in number 
agreement with "plant" at step 3. The Examiner suggests amending the claim to recite - 
- a wheat plant or wheat plants --. It would be clear to one of skill in the art that the 
transformed wheat cell at step 2 could be used to produce a callus culture that could be 
used to produce one or more wheat plants. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

r 

4. Claim 3 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The claim is indefinite because it is unclear if the progeny seeds comprise the 
DNA construct or if the claim encompasses non-transgenic seeds. Hence, the metes 
and bounds of the claim are unclear. 

The claim is indefinite because the limitation "The progeny seeds" lacks proper 
antecedent basis in claim 2. The claim should read -- A seed of --. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR § 1 .56 to point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. § 103(c) and potential 35 U.S.C. § 
102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

7. Claims 1-3 are rejected under 35 U.S.C. § 103(a) as being obvious over 
Anderson et ai filed 15 September 2000 which claims benefit of US Provisional 
Application filed on 16 September 1999. 

The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. § 102(e). This rejection under 35 U.S.C. § 
103(a) might be overcome by: (1) a showing under 37 CFR § 1.132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject 
matter disclosed but not claimed in the reference, prior to the effective U.S. filing date of * 
the reference under 37 CFR § 1.131; or (3) an oath or declaration under 37 CFR § 
1 .130 stating that the application and reference are currently owned by the same party 
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and that the inventor named in the application is the prior inventor under 35 U.S.C. § 
104, together with a terminal disclaimer in accordance with 37 CFR § 1.321(c). This 
rejection might also be overcome by showing that the reference is disqualified under 35 
U.S.C. § 103(c) as prior art in a rejection under 35 U.S.C. § 103(a). See MPEP § 
706.02(l)(1) and § 706.02(l)(2). 

Anderson et al teach plasmids pMON4241 1 and pMON30167 in the paragraph 
spanning columns 39-40. Applicant teaches that the claimed method uses a construct 
that combines said plasmids to produce a plasmid, pMON30139, having both 
expression cassettes previously taught by Anderson et al (see page 1 5 of the instant 
specification). Anderson et al teach that combining expression cassettes produces 
better glyphosate tolerance, both vegetative and fertility, in transgenic wheat plants (see 
column 42). It would have been prima facie obvious to one of ordinary skill in the art 
given the teachings of Anderson et alio combine the expression cassettes of plasmids 
pMON4241 1 and pMON30167 and transform wheat to make fertile glyphosate tolerant 
wheat. Given the success of Anderson et al to make transgenic wheat plants using a 
DNA construct comprising two expression cassettes having improved glyphosate 
tolerance, using pMON45362, one of ordinary skill in the art would have had a 
reasonable expectation of success in combining the expression cassettes of plasmids 
pMON4241 1 and pMON30167 and make glyphosate tolerant wheat plants. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. § 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Anderson et al disclose the expression cassettes used in the claimed invention, 

in addition to how to make and use DNA constructs comprising a first and a second 

expression cassette to make glyphosate tolerant wheat that is fertile as outlined above. 

Those of ordinary skill in the art would have had a reasonable expectation of success in 

combining the expression cassettes of plasmids pMON4241 1 and pMON30167 and 

transform wheat. Making and using DNA constructs having a first and a second 

expression cassette was well established in the instant art at the time of Applicants' 

invention. 

8. Claims 1-3 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Zhou et al 1995 (Plant Cell Reports 15: 159-163) in view of Lundquist et al (US Patent 
5,990,390) and Brown et al, 16 September 1999 (WO 99/46396). 

Zhou et al teach transforming wheat with a DNA construct comprising a first and 
a second expression cassette to make a glyphosate wheat plant that is fertile (see page 
162, left column). 

Zhou et al does not teach transforming a wheat plant with a DNA construct 
comprising a first and a second expression cassette having the features as stated in 
Applicants' claim 1. 
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Lundquist et al teach a DNA construct having the components of the first 
expression cassette used in the method of Applicants' claim 1 in pDPG467 taught in 
Table 4 in column 64. 

Brown ef al teach a DNA construct having the components of the second 
expression cassette used in the method of Applicants' claim 1 in pMON19653 taught in 
Figure 6A. 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to modify the teachings of Zhou et alto make a glyphosate 
tolerant transgenic wheat plant using a DNA construct comprising said first and said 
second expression cassette as taught by Lundquist ef al and Brown et al, respectively. 
Given the success of Zhou ef al in making fertile glyphosate tolerant wheat plants 
transformed with a DNA construct comprising a first and a second expression cassette, 
one of ordinary.skill in the art would have had a reasonable expectation of success. 
Both Lundquist ef al and Brown et al teach making transgenic plants using a glyphosate 
tolerant EPSPS encoding DNA molecule to make said transgenic plants glyphosate 
tolerant. 
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Conclusion 



9. No claims are allowed. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571 ) 272-0975. The fax 
telephone number for this Group is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-0547. 



David H. Kruse, Ph.D. 
20 April 2006 

1 1 . Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 
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